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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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Speed Channel, Inc.

Opposer,
V.

Phoenix 2008 LLC,

Applicant.

Opposition No. 91189418

REPLY TO SPEED CHANNEL, INC.’S OPPOSITION TO PHOENI X 2008 LLC’S
MOTION FOR LEAVE TO FILE (1) MOTION TO STRIKE, ORIN THE
ALTERNATIVE, (2) RESPONSE TO A NEW ISSUE RAISED BY SPEED CHANNEL,

INC.'S REPLY

Phoenix 2008 LLC (“Applicant” or “Phoenix”) respectfullytsuits this reply to Speed

>

Channel, Inc.’s (“*Opposer” or “Speed Channel”) “Oppositoi?hoenix 2008 LLC’s Motion for

S

Leave to File (1) Motion to Strike, or in the Altern&j\2) Response to a New Issue Raised by

Speed Channel, Inc.’s Reply” (the “Opposition”).



Opposer asks the Board to refuse to consider, or othestemige Applicant’s recent
filing, in which Applicant sought leave of the Board tie &« motion to strike or, in the
alternative, respond to a new issue that Opposer riiséae first time in its reply to
Applicant’s response to the original motion that ingéthis present discovery dispute before
the Board (collectively, Applicant’s “Motion to Strike However, the Opposition does not
actually dispute the arguments made by Applicant in itsdvidb Strike. To the contrary, the
Opposition in facsupports the Motion to Strike. Specifically, Opposer agrees withMotion
to Strike that the issue in question — the appropriateriesgdactions made by Applicant to
certain documents provided to Opposer — is not germane tddtion to Compel and, therefore,
should not be considered by the Board at this timedrctimtext of Opposer’s Motion to
Compel. Consequently, as demonstrated in Applicant’sovab Strike, the Board should strike
all matter in Opposer’s Reply that is related to tltacgions made by Applicant to the Redacted
Documents.

l. Background

As explained more fully in Applicant’s Motion to Striken September 28, 2009,
Opposer filed a “Motion to (1) Compel Applicant’s Respt Speed Channel's First Set of
Requests for Production of Documents and its First Seterrogatories; (2) Test the
Sufficiency of Applicant’'s Responses to Speed Chann&tgBsts for Admissions; and (3)
Suspend” (collectively, Opposer’s “Motion to Compel”). elMotion to Compel was directed
to Applicant’s responses to Opposer’s initial discovequests, which consisted of Opposer’s
first set of requests for production of documents, §estof interrogatories, and requests for

admissions.



On November 2, 2009, Applicant supplemented its discoveppnses and provided
documents to Opposer, pursuant to its duty to supplement undeal flesleand Board rules.
Some of the documents produced by Applicant were designat@daamle Secrets/Commercially
Sensitive” (hereinafter referred to as the “Redactedud@nts”). As explained in the Motion to
Strike, the Redacted Documents contain critical confidetnade secrets and commercially
sensitive information — including financial projections, busingtrategies and the identities of
key business partners and customers — that are fundanteAfgllicant’s core business, as well
as to its business relationships identified throughout dua&ed Documents. Also on
November 2, Applicant timely filed its response to thetibh to Compel, demonstrating, among
other things, that the Motion to Compel exceeded the Beatdtt page limit for motion briefs,
and that the Motion to Compel was moot in light of Apalit’'s supplemental responses and
production of documents.

On November 23, 2009, Opposer filed its reply to Applicaretsponse to the Motion to
Compel (Opposer’s “Reply”). The Reply was unremarkalteept for the fact that the Reply
introduced, for the first time in this proceeding, an argat that the redactions made by
Applicant to the Redacted Documents were “inappropriaie]’a related request for a Board
order compelling Applicant to produce fully unredacted veisiof the Redacted Documents.

On December 5, 2009, Applicant filed its Motion to Strikguarg, among other things,
that Opposer’s objections to Applicant’s redactions wetegermane to the Motion to Compel,
and, accordingly, to request that the Board disregardagciments, as is the Board’s practice.

Opposer filed its Opposition in response to the MotiorttixéSon December 28, 2009.

! The Certificate of Service certifies that the Oppiosiwas mailed to Applicant’s counsel on September 28, 2009.
For purposes of this response, Applicant assumes that ttific&& of Service was intended to indicate that th
Opposition was mailed on December 28, 2009.



. THE BOARD SHOULD GRANT APPLICANT'S MOTION TO STRIKE
BECAUSE THE OPPOSITION SUPPORTS APPLICANT'S POSITION THAT
REDACTIONS TO THE REDACTED DOCUMENTS IS NOT A GERMA NE
ISSUE TO THE MOTION TO COMPEL

The Opposition argues that the Board should deny Applickidt®n to Strike because
it “devotes substantially all of its attention to addiag [Applicant’s] unilateral decision to
redact portions of its supplemental responses to Speed Chddiseovery Requests,” which,
Opposer argues, “is not germane to Speed Channel's MotiGampel.” Opposition at 10-11.
However, this is essentially what Applicant’s Moti@nStrike argued in the first place — that the
issue of Applicant’s redactions to the Redacted Documastdiscussed in Opposer’s Reply, is
not germane to the Motion to Compel. Given that Oppaseeffectively conceded the point,
the Board should grant Applicant’s Motion to Strike.

Indeed, the Opposition itself concedes that the onlyemrsagermane to the Motion to
Compel relate to Applicant’s responses to Opposerlmitscovery requestsSee Opposition
at 10-11 (maintaining that the “Motion to Compel is diegctowards the deficiencies in
Applicant’s Responses to Speed Channel’'s Discovery Refjaestshat “the Board should
consider Applicant’s failure to comply with its dis@ry obligations as the germane issues [sic]
presented in Speed Channel’s Motion to Compel”). Conseguant} issue arising thereafter
cannot be germane to the Motion to Compel, including isslated to the Redacted
Documents, since, as noted by Opposer, such issues &teisSpeed Channel filed its Motion
to Compel.” Oppositiomat 10-11 (emphasis in original).

In reading the Opposition, it becomes clear that Ogapaants the Board to accept
Opposer’s objections to Applicant’s redactions, while atddime time, reject Applicant’s

response to those objections. But Opposer cannot hbethiways; if the Board finds that

Applicant’s Motion to Strike, which was limited to tresue of Applicant’s redactions, is not



germane to the Motion to Compel, it must necessantythat Opposer’s Reply, to the extent it
discusses the issue, is also not germane to the MotiGarmpel. Accordingly, the Board should
grant the Motion to Strike, and disregard all matter pp&ser’s Reply that is related to the
redactions made by Applicant to the Redacted Documents.

[l. THE MOTION TO STRIKE IS NOT A SUR-REPLY BUT, RATHER , A
RESPONSIVE PLEADING TO AN ISSUE RAISED FOR THE FIRST TIME
OUTSIDE THE SCOPE OF THE ORIGINAL MOTION TO COMPEL

The Opposition further contends that the Board should denllbtion to Strike because
it is an “impermissible attempt to file a Sur-Replye®¥ Oppositionat 12. To the contrary, the
Motion to Strike was not a sur-reply, but a necessayaese to what amounted to a new issue
raised by Opposer in its Reply — an objection to Applisar@tiactions and a request for an order
compelling Applicant to provide fully unredacted confidentiatulments to Opposer’s counsel
and, ultimately, to Speed Channel. As explained in thedidt Strike, to not grant Applicant
an opportunity to respond to Opposer’s new argument would deplcant its due process
rights. See Motion to Strike at 4-5.

In fact, Opposer is simply incorrect that the MotiorStrike is “precisely the type of sur-
reply brief that the Board prohibits.” Opposition at I2pecifically, the Opposition claims that
“Applicant seeks to address issues that it could havedraiken it responded to Speed
Channel's Motion to Compel, but did not.” Opposition at Hawever, it would have been both
premature and inappropriate for Applicant to have raisedsue in its response, as such matter
would have gone beyond the scope of the issues framed Motien to Compel — a point that
Opposer concedes throughout its Opposition.

Moreover, it was Opposer — not Applicant — who firstatgel the redaction issue into

this discovery proceeding. Thus, while Opposer may dlaanthe Motion to Strike is not



germane to the present proceeding, Opposer arguably madehes it discussed the redactions
in its Reply. Accordingly, Applicant’s Motion to $te was not an attempt to present new
matter on sur-reply, but a necessary response to neermpetsented by Opposer for the first
time in its Reply.

V. Opposer Does Not Contest The Appropriateness of ApplicantRedactions to the
Redacted Documents

If the Board decides to consider the redaction isstl@satime, it should find that the
redactions are entirely appropriate and justified. Asufised at length in the Motion to Strike,
the redactions are reasonable given the nature ofdtladRed Documents and the circumstances
in which they were produced. Moreover, the redactioaguastified given Opposer’s recent
indication that it does not intend to comply with teams of the Standardized Order, including
the return of all confidential materials following thenclusion of this proceedingsee Motion
to Strike at 7-16.

Significantly, the Opposition does not even suggest@pgoser will fully comply with
the Standardized Order, and to date, Opposer has not gatAgpplicant or its counsel any
indication that it intends to do so. The Board simplyst not allow Opposer to use discovery, as
it obviously intends, as a means of gaining access tapakohg post-proceeding use of,
Applicant’s highly sensitive trade secret information.

WHEREFORE, Applicant respectfully requests that the Board gitartiotion to
Strike, as Opposer has presented no argument to thergpatrd, in fact, concedes that the basis
for the Motion to Strike — that the issue of Applicamgdactions to the Redacted Documents is
not germane to the Motion to Compel — is correct. Apptidarther requests that the Board find

that its redactions are appropriate and justified, as Oppasefailed to contest the



appropriateness of Applicant’s redactions or demonsarateshowing of need to gain access to

Applicant’s highly sensitive trade secrets and confidentfatmation.

Respectfully submitted,

By: E%g(/—\

Brian J. Hurh

DAVIS WRIGHT TREMAINE LLP
1919 Pennsylvania Ave. NW
Washington, DC 20006

(202) 973-4200

Counsel for Phoenix 2008 LLC

January 19, 2010
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